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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment was received on 5/29/2008, and has been entered and 
made of record. Currently, claims 1-6, 9-15 & 18-23 are pending and claims 7-8 & 16-17 
has been cancelled. 

Applicant has filed a terminal disclaimer on 5/29/2008, thus rejection based on 
nonstatutory double patenting is overcome. 

Response to Remark/Arguments 

2. Applicant's arguments with respect to claims 1-6, 9-15 & 18-23 have been fully 
considered and persuasive. However, Kuwamoto et al' 518 reference together with 
Kakutani' 794 reference teach claims 1-6, 9-15 & 18-23. Detail of rejection is discussed 
in the following section. 

Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181, 26 
USPQ2d 1057 (Fed. Cir. 1993). The examiner also references the applicant to the 
claims rejection section below for the explanation on how the prior art references read 
on the amended claims. 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 3-6, 9, 10, 12-15, and 18-23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kuwamoto et al (Kuwamoto) (US 5,617,518) in view of 
Kakutani (US 6,817,794). 

Regarding claim 1 . 

Kuwamoto discloses an image forming apparatus (Print Server 202 of Figs. 1 & 
2, col 8, lines 5-12) comprising: a memory (Hard Disc 26 and Main Memory 21 of 
Fig. 2) configured to store setting information (Print Programs 720, Print Program 
Files 700 of Fig. 6 and Print Program Management table 500 of Fig. 4, col 9, lines 
17-44) including at least a size of a substitute recording medium (different paper size, 
col 20, lines 35-41) for each user (individual user registers print program, col 15, 
lines 17-20; thus, print command file 7000 of Fig. 24 designating user's ID for 
print job, col 17, lines 35-41); and a processor (CPU 10 and CPU 20 of Fig. 2) 
configured to execute a print instruction (print program) by automatically changing 
(switching by the page printing setting print command 7300) a size of a recording 
medium to be used to the size of the substitute recording medium (different paper 
size) based on the setting information stored in said memory (print command 7300 is 



Application/Control Number: 10/768,023 Page 4 

Art Unit: 2625 

contained in print command file 7000 of Fig. 24, which stored in hard disc, col 16, 
lines 46-60). 

Kuwamoto dose not explicitly disclose automatically changing a size of a 
recording medium to be used to the size of the substitute recording medium when the 
size of the recording medium specified by the print instruction is not available. 

Kakutani teaches a processor configured to execute a print instruction by 
automatically changing a size of a recording medium to be used to (e.g. specified by a 
print job) the size of the substitute recording medium based on the setting information 
stored in said storage means memory (e.g. setting information registered in 
alternative table which is stored in the memory of Figure 19), when the size of the 
recording medium specified by the print instruction is not available (col 11, line 34 to 
col 12, line 27 & Fig. 20). 

Having an image forming apparatus of Kuwamoto' 518 reference and then given 
the well-established teaching of Kakutani' 794 reference, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to modify the 
image forming apparatus of Kuwamoto' 518 reference to include automatically 
changing a size of a recording medium to be used to the size of the substitute recording 
medium when the size of the recording medium specified by the print instruction is not 
available as taught by Kakutani' 794 reference since doing so would improve user's 
productivity and operability without interruption in printing out a job, and further the 
services provided could easily be established for one another with predictable results. 

Regarding claim 3. 
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Kuwamoto discloses wherein the memory is configured to store the setting 
information in response to an external setting instruction from outside (e.g. in response 
to word processor of 201 a-c of Fig. 1 1 , col 8, lines 5-67). 

Regarding claim 4. 

Kuwamoto discloses that a notifying device (CPU 20 of Fig. 2) configured to 
notify to the outside (201 a-c of Fig 1 ) when the size of the recording medium specified 
by the print instruction is not available (e.g. paper finished, col 20, lines 35-41) or when 
corresponding setting information is not stored in the memory, together with information 
indicating an available size (different paper size) of the recording medium, so as to 
request the setting instruction (switching setting print command 7300) (Fig. 1 2, col 11, 
lines 56 through col 12, line 12 & col 20, lines 35-41). 

Regarding claim 5. 

Kuwamoto discloses a setting device configured (CPU 10 and 20 of Fig. 2) to set 
and store the setting information in the memory (col 8, lines 16-67). 
Regarding claim 6. 

Kuwamoto discloses wherein said setting information is stored in said memory 
storage means in the form of a table (Fig. 4, col 9, lines 17-25). 
Regarding claim 9. 

Kuwamoto discloses wherein said setting information is stored in said memory 
with respect to each user (e.g. print command file of Fig 24 designating user's ID for 
print job, col 17, lines 35-41). 

Regarding claim 10. 
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Claim 10 recites identical features as claim 1, except claim 10 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 1 are 
also equally applicable to claim 10. 

Regarding claim 12. 

Claim 12 recites identical features as claim 3, except claim 12 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 3 are 
also equally applicable to claim 12. 

Regarding claim 13. 

Claim 13 recites identical features as claim 4, except claim 13 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 4 are 
also equally applicable to claim 13. 

Regarding claim 14. 

Claim 14 recites identical features as claim 5, except claim 14 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 5 are 
also equally applicable to claim 14. 

Regarding claim 15. 

Claim 15 recites identical features as claim 6, except claim 15 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 6 are 
also equally applicable to claim 15. 

Regarding claim 18. 
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Claim 18 recites identical features as claim 9, except claim 18 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 9 are 
also equally applicable to claim 18. 

Regarding claim 19. 

Claim 19 recites identical features as claim 1, except claim 19 is a computer- 
readable storage medium claim. Thus, arguments similar to that presented above for 
claim 1 are also equally applicable to claim 19. 

Regarding claim 20. 

Claim 20 recites identical features as claim 1 , except claim 20 is a computer- 
readable storage medium claim. Thus, arguments similar to that presented above for 
claim 1 are also equally applicable to claim 20. 

Regarding claim 21 . 

Kuwamoto discloses wherein the computer program (e.g. print program 720 and 
print program file of Fig 6) is with respect to one of a computer within a host unit (e.g.. 
print server 202 of Fig. 1 and Fig. 2) which outputs the print instruction with respect to 
an image forming apparatus (col 15, lines 61 through col 16, line 9 for one embodiment) 
and a computer within the image forming apparatus which prints the information on the 
recording medium (col 18, line 59 through col 19, line 58). 

Regarding claim 22. 

Claim 22 recites identical features as claim 1 . Thus, arguments similar to that 
presented above for claim 1 are also equally applicable to claim 22. 
Regarding claim 23. 
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Claim 23 recites identical features as claim 1, except claim 23 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 1 are 
also equally applicable to claim 23. 

5. Claims 2 & 1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kuwamoto et al (Kuwamoto) (US 5,617,518) in view of Kakutani (US 6,817,794) as 
applied to claims 1 and 10 above, and in view of Cloutier et al (Cloutier) (US 6,018,397). 
Regarding claim 2. 

Kuwamoto differs from claim 2, in that he does not expressly disclose wherein 
said setting information includes whether or not a zoom is required when printing 
information, and/or a printing position on the recording medium. 

Cloutier teaches wherein said setting information includes whether or not a zoom 
is required when printing information, and/or a printing position on the recording medium 
(print aspect ratio, size and zoom, col 3, lines 2-12). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to have modified Kuwamoto' 518 combined with Kakutani' 794 to 
include setting information includes whether or not a zoom is required when printing 
information, and/or a printing position on the recording medium taught by Cloutier to 
allow user to select desired image parameter settings to produce hardcopies with 
satisfactory image quality (col 1 , lines 60-64). 

Regarding claim 1 1 . 
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Claim 1 1 recites identical features as claim 2, except claim 11 is an image 
forming method claim. Thus, arguments similar to that presented above for claim 2 are 
also equally applicable to claim 1 1 . 
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Conclusion 



6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven Kau whose telephone number is 571-270-1 120 
and fax number is 571-270-2120. The examiner can normally be reached on M-F, 
8:30am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, King Poon can be reached on 571-272-7440. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 



/Steven Kau/ 
Examiner, Art Unit 2625 
8/29/2008 



/King Y. Poon/ 

Supervisory Patent Examiner, Art 
Unit 2625 



